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Examiner 
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Applicant(s) 

DYLLICK-BRENZINGER ET AL 



Art Unit 
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■ ^SSSS ^3 6( a). ,n no even, however, maya rep.y be time, filed 



Any reply received by the Office later than three months 'after the rna Hna date cf his T ™ ,^1, ^ A ° AN ?°^D (35 U.S.C. § 1" 
earned patent term adjustment. See 37 CFR 1 704(b) 9 communication, even if timely filed, may reduce any 

Status 

1)13 Responsive to communications) filed on 24 July 2001 and 15 Novemh»r ?nm . 
2a)D This action is FINAL. 2 b)^ This action is non-final. 

3) D S'i Ce H hiS appli ^ ation is in condition for allowance except for formal matters prosecution as to the merit* k 
Disposition of ?li!r Mdan0e PraCtiCe EXP3rte ° Uayle ' 1935 C D - 1 1 4T3 O G 0 ^^. t0 ^ ^ " 

4) 13 Claim(s) U\0 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) U\o is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 ^m Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f) 
a)l3AII b)D Some*c)D None of: 

1 •□ Certified copies of the priority documents have been received. 
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15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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DETAILED ACTION 

Claims 1-10 are pending. The Form PCT/DO/EO/903 mailed August 27, 2001 
has been entered as Paper No. 2. Claims 1 1-16 were canceled and claims 3-10 were 
amended by the preliminary amendment filed July 24, 2001 , Paper No. 3. The 
Information Disclosure Statement filed November 15, 2001 has been entered as Paper 
No. 4. 

Priority 

1 • Receipt is acknowledged of papers received in this national stage application 
from the International Bureau (PCT Rule 17.2(a)), submitted under 35 U.S.C. 119(a)- 
(d), which papers have been placed of record in the file. 

Specification 

2. The specification does not include headings which are standard in U.S. Patents: 
Background of the Invention, Field of the Invention, Description of the Related Art, 
Summary of the Invention, Abstract of the Disclosure. 

Appropriate correction is requested. 

3. The disclosure is objected to because of the following informalities: each of the 
examples, 8-14, refers to properties in Table 2. Table 2 does not have any 
corresponding numbers to the examples 8-14. To the extent the data in Table 2 
corresponds to the examples 1-7, applicants should explain how there exist two 
different sets of properties for the examples 1-7. 

Appropriate correction is required. 
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Claim Objections 

4. Claims 1 -1 0 are objected to because of the following informalities: the word 
"deaerater" should be "deaerator". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

m a lin P n eCif L Cati ° n S ^ C0 "? L".? Wfitten descri P tion of invention, and of the manner and process of 
making and us.ng it, m such full, clear, concise, and exact terms as to enable any person skNIed in the 

set forthlhe T«T«l° r ^fj? T St nearlV C0nn6Cted - t0 make and use the same and'sha,? 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1-10 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for "compounds effective as an antifoam and/or 
deaerator for aqueous systems", does not reasonably provide enablement for 
"compounds effective as an antifoam and/or deaerator for any foaming system" 
including lubricating oils and oil processing. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
use the invention commensurate in scope with these claims. The specification (page 
18, lines 1 1 et seq) sets forth the claimed compositions are very effective in aqueous 
systems, which tend to foam. 

The claims are limited to compounds that are effective antifoam and/or deaerator 
agents but fail to set forth what systems said limitation "effective as an antifoam and/or 
deaerator is to be evaluated. One skilled in the art would not extrapolate that 
compounds "effective as antifoam and/or deaerators" in aqueous systems would 
function as "antifoam and/or deaerators" in a nonaqueous system. Each system 



Application/Control Number: 09/869,324 Page 4 

Art Unit: 1712 

requires different properties for antifoaming and/or deaeratoring an aqueous and non- 
aqueous system based on the diverse properties of the system liquid/gas interface. 

One having skill in the art would not be able to determine the scope antifoam 
and/or deaerator nonaqueous systems, which said compounds and compositions are 
stated to be effective. Okumra et al, US 3,819,718 (column 4, lines 9-16), is cited as 
evidence of compounds having properties as foam boosters and foaming agents in 
some systems. 

This rejection may be obviated by inserting in claim 1, line 4, after "antifoam 
and/or deaerator"; the phrase for aqueous systems and line 8; the phrase 'in aqueous 
systems". Basis is found at page 18, lines 1 1 et seq, for said change. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointinq out and distinctly 
claiming the subject matter which the applicant regards as his invention V 

8. Claims 1-10 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is unclear what is the scope of "effective as a 
antifoam and/or deaerator" because applicants have not defined the type of system said 
effectiveness is to be defined. The group of compounds and compositions defining an 
antifoaming and/or deaeratoring effect in aqueous systems would not be the same as 
the group defining an antifoaming and/or deaeratoring effect in non-aqueous systems 
based on the inherent differences in the liquid /gas interfaces of each system. 

In claims 6 and 7, "stabilizer B" lacks proper antecedent basis. 



Application/Control Number: 09/869,324 
Art Unit: 1712 



Page 5 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Metzmaier whose telephone number is (703) 
308-0451 . The examiner can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on (703) 308-2340. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9310 for regular communications and (703) 872-931 1 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 




Daniel S. Metzmaier 
Primary Examiner 
Art Unit 1712 
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June 2, 2003 



